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Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1 . Claims 4-6 and 1 5-20 remain rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Speyer (3,825,253) in view of Heiman (4,685,675), Webber et 
al. (6,193,635), Rennex (4,971,305), Wendt (4,602,788) and in further view of 
Choice 1 Medical Distributors website ("Choicer) (see Paragraphs 1 and 2 of 
the last Office Action dated June 26, 2005). 

2. Claims 8-1 1 remain rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Webber et al. (6,193,635), in view of Heiman (4,685,675), 
Rennex (4,971,305), Wendt (4,602,788) and in further view of Choice 1 Medical 
Distributors website ("Choicer) (see Paragraph 3 of the last Office Action dated 
June 26, 2005). 

Response to Arguments 

3. Applicant's arguments filed October 1 3, 2005 have been fully considered 
but they are not persuasive. The prior art, particularly Webber et al. '635, 
disclose the use of add-on weights that are five pounds or less (see Col. 6, lines 
43-44). This range clearly covers the instant invention's range of incremental 
weights having a range of % ounce up to 32 ounces. The other references such 
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as Rennex and Choice 1 are provided as examples of the prior art that disclose 
the use of incremental weights to improve a user's strength (see Rennex '305, 
Col. 1, lines 5-10). At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to combine incremental add-on weight plates 
with a barbell or cable type weight apparatus since the use of such incremental 
weights on a variety of exercise equipment is well known in the exercise art to 
gradually improve a user's strength. 

4. Regarding applicant's assertion that the cited references do not disclose 
or suggest the "seemingly counterintuitive" notion of adding a very small 
incremental weight to a weight training apparatus such as a standard barbell or 
set of free weights, the Examiner respectfully disagrees. Rennex clearly 
discloses the use of incremental weights with traditional barbells or other 
weightlifting equipment (see ABSTRACT). 

5. Finally, the applicant has merely decreased the size of traditional weight 
plates. 

Under some circumstances, however, changes such as these may impart 
patentability to a process if the particular ranges claimed produce a new and 
unexpected result which is different in kind and not merely in degree from the 
results of the prior art. In re Dreyfus, 22 CCPA (Patents) 830, 73 F.2d 931 , 24 
USPQ 52; In re Waite et al., 35 CCPA (Patents) 1117, 168 F.2d 104, 77 USPQ 
586. Such ranges are termed "critical" ranges, and the applicant has the burden 
of proving such criticality. In re Swenson et al., 30 CCPA (Patents) 809, 132 F.2d 
1020, 56 USPQ 372; In re Scherl, 33 CCPA (Patents) 1 193, 156 F.2d 72, 70 
USPQ 204. However, even though applicant's modification results in great 
improvement and utility over the prior art, it may still not be patentable if the 
modification was within the capabilities of one skilled in the art. In re Sola, 22 
CCPA (Patents) 1313, 77 F.2d 627, 25 USPQ 433; In re Normann et al., 32 
CCPA (Patents) 1248, 150 F.2d 627, 66 USPQ 308; In re Irmscher, 32 CCPA 
(Patents) 1259, 150 F.2d 705, 66 USPQ 314. More particularly, where the 
general conditions of a claim are disclosed in the prior art, it is not inventive to 
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discover the optimum or workable ranges by routine experimentation. In re Swain 
et a!., 33 CCPA (Patents) 1250, 156 F.2d 239, 70 USPQ 412; Minnesota Mining 
and Mfg. Co. v. Coe, 69 App. D.C. 217, 99 F.2d 986, 38 USPQ 213; Allen et al. 
v. Coe, 77 App. D.C. 324, 135 F.2d 11, 57 USPQ 136. 

Conclusion 

6. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Tarn Nguyen whose telephone number is 
571-272-4979. The examiner can normally be reached on M-F 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stephen Cronin can be reached on 571-2724536. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

January 18, 2006 




Stephen KCronln 
Primary Examiner 



